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UNITED STATES CIRCUIT COURT OF APPEALS 
Tue Moxie Company v. DANIEL Daoust. 
First Circuit, July 11, 1913. 


UNFAIR COMPETITION—IMITATION OF BOTTLE. 

The close imitation of the distinctive bottle in use by the plaintiff 
for its beverage and the use of such imitation in the sale of a beverage 
similar in color and in flavor is likely to deceive the purchaser who 
commonly is served the drink in a glass, filled from a bottle held in 
the dealer’s hand. Under such circumstances, differences in labels and 
caps are insufficient to avoid confusion, and therefore are ineffective to 
relieve the defendant of liability. 

Appeal from a decree of the United States district court, 
district of New Hampshire, in favor of defendant. Reversed 
and remanded. 


For opinion below, see Reporter, Vol. 2, p. 394. 


Oliver Mitchell, for complainant. 
P. H. Sullivan and Branch & Branch, for defendant. 


Before Dopcr, Brown and HA Lg, Circuit Judges. 


3ROWN, J.—The Moxie Company makes and sells a bever- 
age well known as “Moxie.” Daoust is a manufacturer of bever- 
ages, at Manchester, New Hampshire, and makes a beverage 
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quite similar in color and taste, which he calls “Bo-La.” This 
is put up in bottles which, in size and shape, closely resemble 
the Moxie bottle, which is of a distinctive shape for many years 
associated with the beverage Moxie. These bottles were manu- 
factured to order for Daoust. When used for dispensing the 
beverage over a counter the resemblance of the bottles is so close 
that the Bo-La bottle would appear to the casual inspection 
of a customer to be a Moxie bottle. 

The similarity of the beverages in color and in taste, to- 
gether with the similarity of the bottles, facilitates the substitution 
of the Daoust beverage for Moxie without detection by the cus- 
tomer. 

The Moxie Company has produced evidence to the effect that 
many retail dealers, when asked for Moxie, have served Bo-La 
from Bo-La bottles. 

We think it clear from the record that the use of this bot- 
tle facilitates fraud by unscrupulous retail dealers, and that 
Daoust is deriving a profit from the fact that his beverage is in 
many instances fraudulently substituted for Moxie. 

No satisfactory explanation is given by Daoust for ordering 
his bottles to be made in such close resemblance to the Moxie 
bottle, and we see no legitimate reason why Daoust, in market- 
ing a beverage so similar to Moxie in color and taste, should 
choose also to adopt a container so closely resembling that of 
the Moxie Company, thus increasing the chance of deception. 

There is the usual stress placed upon points of difference in 
labels, blown into the glass and affixed thereto, in caps, ete. 
but differences which do not destroy the general similarity of 
appearance to the ordinary purchaser are of no consequence 
and need not be dwelt upon. Unless the differences shown are 
such as to destroy the substantial similarity of the articles for 
the purposes of ordinary use they fall short of a defense. 

Both from our own inspection and from the evidence in the 
record we are satisfied that the resemblance is such as tends to 
mislead purchasers, and we find nothing in this record which 
justifies a dealer in putting forth a package which, under ordinary 
conditions of use, is so apt to deprive the Moxie Company of 


sales, and to induce sales of Daoust’s beverage. 
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Counsel for Daoust insist that he is not responsible for the 
fact that tricky retailers represent his manufacture as that of 
the Moxie Company, provided he has done his legal duty in dis- 
tinguishing his product. If, however, he chooses, without neces- 
sity, to imitate in general appearance the complainant's package, 
he does not perform his legal duty of distinguishing his product 
by making differences which leave unimpaired the general re- 
semblance. 

The question is of similarity in essentials. This similarity 
could easily have been avoided by ordering a bottle of size or 
shape different from the Moxie bottle, or by a change in color 
of the beverage. (See Coca-Cola Co. v. Gay-Ola Co., 200 Fed. 
Rep., 
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25.) |Reporter, Vol. 3, p. 1.] It is suggested 
that the latter is impossible, but little weight can be given to such 
a suggestion or to Daoust’s evidence as to the impossibility of 
doing so, 

f the confusion is caused by the general appearance, the 
burden is upon Daoust to see to it that ultimate fraud does 
not result. Though Daoust has a right to use a bottle like the 
\Moxie bottle, and to make a beverage that resembles in taste 
or in color the complainant’s beverage, he has no right to use 
these things in that special combination in which the complain- 
ant uses them, if that has become a distinctive combination dis- 
tinguishing the complainant's article. 

The whole argument that by labels in and upon the glass he 
has done all that he could do to distinguish the bottle rests upon 
a false assumption; i. ¢c., that he had a right to adopt the same 
package provided that, after adopting it, and while continuing to 
hold it in use, he did all in his power to destroy the similarity, 
though he was unsuccessful in doing so. 

The complainant cuts under this by saying that the defend- 
ant had no right to do that which rendered these distinctions 
necessary, and which also rendered them futile. 


The decree of the district court is reversed; the case is 


omplainant for an injunction and for further proceedings con- 


sistent with this opinion, and the appellant recovers its costs of 
appeal. 
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THe Moxie Company v. Hacuic J. Bacoran. 
First Circuit, July 11, 1913. 


Unrair ComMpetition—Use or MARKED CONTAINERS. 

Drinking glasses furnished by complainant, plainly marked with 
the name of its beverage, “Moxie,” and intended to be used in dis- 
pensing same, can not be fairly used to dispense another and compet- 
ing beverage. 


Appeal by complainant from decree of the United States 


district court, district of New Hampshire, in its favor, on one 
branch of the case. Affirmed. 


For opinion below, see Reporter, Vol. 2, p. 396. 


Oliver Mitchell, for complainant. 
John M. Stark, for defendant. 


Before Dopcr, Brown and HALE, Circuit Judges. 


Per CurtAM.—The bill in this case charges that the defend- 
ant, Bagoian, 


“has fraudulently sold to ultimate consumers upon a call for Moxie a 
beverage not made by your orator, but having the distinctive peculiarities 
of color and flavor of Moxie, put up in bottles of exactly the same size 
and shape as your orator’s Moxie bottles, branded and designed as to 
represent a visual appearance substantially identical with your orator’s 
bottle of Moxie, and has displayed your orator’s signs at his, the de- 
fendant’s, place of business, bearing the word ‘Moxie,’ as a representation 
that your orator’s beverage was on sale when in fact it was not, thereby 
inducing the public to approach and enter the defendant’s place of busi 
ness in the expectancy of obtaining Moxie upon calling for it, all of which 
acts were false and fraudulent, damaging to your orator’s business and 
good will and the reputation of your orator’s product.” 


The master to whom the case was referred reported: 


“T find it more probable than otherwise that neither the defendant 
nor his servants sold Bo-La to the complainant’s witnesses, nor to any 
other member of the public, as and for Moxie upon a call for Moxie 


We are of the opinion that, upon the present record, this 
finding of fact must stand, and that, in the absence of any show- 
ing of past fraudulent substitution, the complainant, under the 
present bill, is not entitled to any broader relief than was 
granted by the district court. 
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The decree of the district court is affirmed, and the appellee 
recovers his costs of appeal. 


UNITED STATES DISTRICT COURT 
HucueEs, et al. v. ALFRED H. Smiru Co. 
ALFRED H. SmiruH Co. v. HuGHEs, et al. 
(205 Fed. Rep. 302.) 
Southern District of New York, April 9, 1913. 


1. TRADE-MARK—DEscRrIPTIVE TERM. 

The word “Ideal,” from its very definition, is not descriptive, when 
applied to hair brushes ; 

2. TrRADE-MARK—WuHo May REGISTER. 

A merchant dealing in a certain make of goods, although not the 
nanufacturer thereof, may adopt and use on such goods any trade 
mark desired, and such mark will become and remain his exclusive 
property. 

3. NAME OF PATENTED ARTICLE—PUBLIC PROPERTY. 

The name applied to a patented article by a dealer therein in the 
United States, does not become public property on the expiration of 
the patent, though during most of the term of the patent the dealer’s 
right was exclusive 

4. TrapE-MARK—RIGHT TO REGISTER. 

Where a mark has been in use on a patented article, and it has 
been recognized as belonging to the merchant dealing in such g 
and not to the manufacturer thereof, the merchant not having acted 

any way as the manufacturer’s agent, in selling the goods, but as 
an independent dealer, the mark is the merchant’s property, and not 


ods, 


that of the manufacturer and the former is entitled to protecti 
against the use thereof by the latter. 
In equity. On final hearing. Cross-bill dismissed and 
decree for complainants. 


Horwitz & Rosenstein, of New York City (Frank C. Curtis, 
of Troy, N. Y., of counsel), for Henry L. Hughes, and 
Henry L. Hughes, a corporation. 

James L,. Steuart, of New York City (Sidney R. Perry and 
Francis X. Brosnan, of counsel), for the Alfred H. 
Smith Co. 


Ray, District Judge—On the 26th day of June, 1906, on 


application filed by Henry L. Hughes June 26, 1905, the trade- 
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mark “Ideal” was registered; proprietor, Henry L. Hughes, No. 
54,282. The statement, declaration, and trade-mark filed and 
registered are as follows: 


“United States Patent Office. 
“Henry L. Hughes, of Chicago, Illinois. 
“Trade-Mark for Hair Brushes. 
“No. 54,282. Statement and Declaration. 
“Registered June 26, 1906. 
“Application Filed June 26, 1905. Serial No. 9,048. 


“Statement. 


“To All Whom It may Concern: 

“Be it known that I Henry L. Hughes, a citizen of the United States, 
residing at Chicago, in the county of Cook, and state of Illinois, and doing 
business at No. 78 Monroe street, in said city, have adopted for my use a 
trade-mark, of which the following is a description: 

“The trade-mark is shown in the accompanying drawing, wherein ap- 
pears the word ‘Ideal.’ 

“This trade-mark has been continuously used in my business since 
December 21, 1886, 

“The class of merchandise to which this trade-mark is appropriated is 
brushes, and the particular description of goods comprising said class upon 
which I use said trade-mark is hair brushes. 

“This trade-mark is usually displayed upon the handle of the brushes 
and upon packages containing the goods by placing thereon a printed label 
on which the same is shown. Henry L. Hughes. 
“\Vitnesses : 

“John M. Gallagher. 
“Maurice Archer.” 


ae es 


“Declaration. 


“State of Illinois, County of Cook—ss: 
“Henry L. Hughes, being duly sworn, deposes and says: That he is 
the applicant named in the foregoing statement; that he believes the fore- 
going statement is true; that he believes himself to be the owner of the 
trade-mark sought to be registered; that no other person, firm, corpora- 
tion, or association, to the best of his knowledge and belief, has the right 
to use said trade-mark, either in the identical form, or in any such near 
resemblance thereto as might be calculated to deceive: that said trade 
mark is used by him in commerce among the several states of the United 
States, and particularly between Illinois and Indiana, Illinois and Ohio, 
and between the United States and foreign nations, or Indian tribes, and 
particularly between the United States and England, and that the descrip- 
tion, drawing, and specimens presented truly represent the trade-mark 
sought to be registered. 
“Henry L. Hughes. 

“Sworn to and subscribed before me, a notary public, this 3d day of 

April, 1905. 


ud PS John M. Gallagher. 
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*T rade-Mark. 
“No: 34282. Registered June 26, 1906 
“Henry L. Hughes, 
“Hair Brushes, 
“Application filed June 26, 1905. 


“( Ideal.) 


“Witness : Proprietor: 
“J. M. Fowler, Jr Henry L. Hughes, 
“W. A. Johnsto1 By Owen H. Fowler, Attorney.” 


In 1885, Mason Pearson, James Raper, and Frederick Gill 
invented and in England obtained a patent for a single bristle 
rubber cushion brush, and July 14, 1886, they applied for a patem 
thereon in the United States which was issued December 21, 1886. 
The distinctive features of this patented hair brush were the 
elastic domed or arched pad or sheet of elastic material support- 
ing bristles “arranged each separately isolated,’ and which bris- 
tles were secured therein by cement and a backing sheet, and 
which domed elastic pad or sheet carrying the bristles was held 
to the wooden or metal back of the brush by an undercut groove 
around and near the inner edge of the back, so as to form an air 
space between the back and such elastic pad or sheet carrying the 
bristles. By pressure on the bristles the air would be forced out 

f such air space through a passage. 

Pearson at once commenced manufacturing and selling the 
brush in England under the name “Very.” In 1885, one Samuel 
Reid, a resident and citizen of the United States, visited England 
and remained until December 17, 1887. While there he became 
icquainted and quite intimate and friendly with Pearson. Just 
prior to leaving Reid was shown two of these brushes, made under 
the patent and bearing the mark “Very Brush” and also the words 
“London Patent.” Pearson requested Reid to take them to the 
United States and see if he could interest anyone in them, if so, 
he would sell the patent, or else grant a license, so the brushes 
could be made in England and handled or sold in the United 
States. Reid took the brushes with him to Chicago, IIl., where 
he arrived January 10 or 12, 1888, and soon after he exhibited 
the brushes to some of his acquaintances, the Shorediche and 
llurd families. Hurd and Shorediche took an interest and con 
cluded to handle the brush, if Reid could make satisfactory ar- 


rangements with the patentees, Raper, Pearson, and Gill. In 
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May, 1888, at a meeting in Chicago, Hurl suggested and it was 
agreed to use the name “Ideal” on and in connection with the 
brush in case they made arrangements to handle it. Up to that 
time the name “Ideal” had not been used in any manner in con- 
nection with that brush. There is some claim and contention on 
the part of the defendant that the name “Ideal” had been used on 
these brushes prior to this time, and by Raper, Pearson, and Gill; 
but this contention is not supported by the evidence. 

Reid communicated with the patentees and ascertained the 
terms on which the brushes could be purchased for sale in the 
United States. Reid, Shorediche, and Hurd thereupon had a 
die made in Chicago for stamping the brushes sold and shipped 
them for sale in the United States. Reid, Shorediche, and Hurd 
had labels printed to put on the cardboard boxes containing the 
brushes when put on sale here, which labels bore a cut of the 
brush and the word “Ideal.” All brushes were purchased of 
Raper, Pearson, and Gill absolutely and outright. There was no 
agency. In making in England the brushes to be sent Reid, 
pursuant to the understanding of the parties, the manufacturers 
stamped them: “The Ideal Brush, London, Patented.” This 
was the die, or identical with the die, designed and made in Chi- 
cago. In 1888, and early 1889, Reid, Hurd, and Shorediche did 
business and sold these brushes under the firm name “Anglo- 
American Novelty Company.” The firm advertised these brushes 
as “Ideal” and had cuts made, etc. In 1889, Reid bought out his 
associates, and later took in one Drinkwater, who soon went out, 
leaving Reid alone; but in 1893, he was joined in business with 
Henry L. Hughes. On or about May 1, 1889, and after Hurd 
and Shorediche had withdrawn, Reid received a license agree- 
ment from Pearson and Gill, then owners, granting to Reid an 
exclusive transferable license to sell throughout the United States 
hair and other brushes made by Pearson and Gill under United 
States letters patent No. 354,583. 

In 1892, it came to the notice of Reid that one Gibson had 
had shipped to him, Gibson, some of these patented hair brushes 
and was selling them, and also that his (Reid's) selling agent 
was meeting in the market these patented brushes sold under the 
name ‘Perfect Penetrator” and “The Very Brush.” Thereupon 
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Reid caused to be printed and circulated a notice of his rights and 
warning all persons against infringing them. From October 13, 
1893, Reid and Henry L. Hughes did business in the selling of 
“Tdeal” brushes only under the name “The Ideal Hair Brush 
Company.” Later Reid sold his interest to his brother, James 
M. Reid. In 1894, Hughes bought out the interest of James M. 
Reid and conducted the business alone down to February, 1911, 
as “The Ideal Hair Brush, H. L. Hughes.” He sold this grade 
of brushes under the name “Ideal” only. He had a cheaper 
grade sold as “Hughes Brush,” and also a military brush made 
under the said patent, but not bearing the name “Ideal.” The 
brushes were all purchased of Pearson and Gill. Similar brushes 
came into the market under the name “Standard,” and Hughes 
made complaint to Pearson and Gill, who wrote: 


“If you will take the proper and ordinary course open to you, viz., 


stop the sale of these goods by using the legal powers you possess, you 
sont 


ll then find you will have no further trouble.” 
Also March 5, 1896: 


“We would suggest that your proper course is to take legal proceed- 


; ings. * * * You may find that, as the patent stands in our name, it 


i will be necessary, as a matter of legal form, to use our name in any legal 
rOCE ss.” 


In short, down to March 18, 1904, when Mason Pearson died 
and was succeeded by his son, Mason Pearson, Jr., and even later, 
the right of Hughes to the trade-mark “Ideal” was not questioned, 
but plainly recognized. The American patent expired December 
21, 1903, and Hughes applied for his trade-mark “Ideal,” as 
stated, in June, 1905, for the purpose of protecting himself in 
his rights to this trade-mark “Ideal 


] 
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as applied to hair brushes. 


ughes notified Pearson of this action on his part, and sent 
him a copy of the certificate of registration. He also sent notices 
| this registration to all ports of entry and to the trade, and sent 
copy of such notice to Pearson. 

After the registry of the trade-mark Hughes went to Eng- 


, land and an agreement was entered into as follows: 


‘Messrs. Mason Pearson, ? 
Royal Victor Place, Old Ford Rd., London, E. 


“August 4th, 1906. 
“We the undersigned, manufacturers of brushes, parties of the first 
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part, viz., Mrs. Mary Pearson and Mason Pearson, her son, joint owners 
of their factory, situated at Royal Victor Place, Old Ford Rd., and Henry 
L. Hughes, party of the second part, of the City of Chicago, IIl., U. S. A., 
party of the second part, do hereby covenant and agree with the said 
Henry L. Hughes, of the second part, to grant to him the exclusive right 
to sell the following brushes of our manufacture in the United States 
and Canada, viz.: The brushes known as the Ideal hair brush (single 
bristle) ; also one known as Hughes’ Improved Ideal hair brush (double 
bristle) ; also a military hair brush (double and single bristles)—for a 
period of twenty years (20 years) from this date. If the said Henry 
L.. Hughes should die during, or prior to, the expiration of this contract, 
the trade-mark of the Ideal hair brush shall become the property of the 
said Mary Pearson and Mason Pearson, her son, jointly, or their assignee 
The above contract is a transferable franchise on either side. Either party 
to this contract, wishing to sell, shall give the first option of purchase to 
the other party. Should any difficulty arise as to the value of the pur 
chase, the matter shall be referred to arbitration. 

“Mary Pearson. 

“Mason Pearson 

“Henry L. Hughes 


- “Witness: 


“Fred R. L. Rand, 
“Clerk U. S. Consulate General, London, England.” 


1 


This was duly acknowledged. Since that time Hughes has 
continued to purchase the brushes of Pearson. In or about 
April, 1910, Hlughes found that hair brushes were being sold in 
this country in violation of his trade-mark rights. He took steps 
to stop this and succeeded. Pearson kept raising prices. and 
Hughes complained, and finally the Pearsons wrote: 

“Tf you want us to free you from your contract, which prevents you 
from buying from anyone else, we are perfectly willing to do so, on co 
dition that you allow us to sell in the United States under anothe 
etc. 

Thereupon Hughes refused to pay the increased prices and 
their relations ceased. It was a fair acceptance of the proposi 
tion of Pearson to end the contract, then having 16 years to run, 
with the understanding that Pearson might sell in the United 
States under another name than “Ideal.” This letter was a 
recognition of Hughes’ right to the trade-mark as applied to 
these brushes. Hughes, of course, has the right to make and 
sell these brushes, the patent having expired, or to purchase 
them of any manufacturer and sell. 

After this the Pearsons appointed the defendant, Alfred H. 
Smith Company, their sole agents for the United States for 


Ideal hair brushes, and defendant has continued to sell these 
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brushes, using the trade-mark “Ideal.” Hughes had built up a 
large trade in “Ideal hair brushes,” and this use of the trade- 
mark by defendant had seriously injured such business. 


The evidence in this case shows clearly that neither Hughes 


or either of his predecessors was an agent of the Pearsons and 


their predecessors; that the adoption of the trade-mark “Ideal” 





as connected with these brushes was not for the benefit of or in 
the interest of the Pearsons and their predecessors, but of Reid, 
Ilurd, and Shorediche in the first instance, and of their succes- 
sors in this business. It was not a name given to a patented 
article by the patentees or manufacturers, and by which it be- 
came known, but a name or trade-mark adopted by the predeces- 
sors of Hughes to designate and identify the particular hair 
brushes of a certain grade sold and dealt in by them. The affix- 
ing of this trade-mark in England by the manufacturers was done 
at the request of Reid and his associates and their successors, and 
vas understood to be for the identification of the brushes made 
- and sold to Reid and his associates, to be sold or dealt in by 
them in this country. It was used and was to be used to identify 
the brushes purchased and sold by them, and not the brushes made 
by the manufacturers, Raper, Pearson, and Gill, and later by their 
successors, and finally by the Pearsons. If the Pearsons and their 
predecessors put this trade-mark “Ideal” on brushes of this 
grade, made and sold by them generally in Europe, or even in the 
United States, they were using the said designation improperly 
and in defiance and violation of the rights of Hughes and his 
predecessors. 

After Mary Pearson and Mason Pearson had deliberately 
and with knowledge of its contents signed and executed the 
agreement of August 4, 1906, in which the right and ownership 
of the trade-mark in Henry L. Hughes is expressly recognized, 
and in which it is expressly provided that should Hughes die 
during or prior to the expiration of such contract, which was to 
run 20 years, that then “the trade-mark of the Ideal hair brush 
shall become the property of the said Mary Pearson and Mason 

Pearson jointly, or their assignee 
their trade-mark, but the trade-mark of Hughes, and after this 


an admission that it was not 
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litigation commenced said Mary Pearson, who was the wife of 
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Mason Pearson, Sr., gave some testimony tending to show that 
Mason Pearson, her husband, and Mr. Reid agreed on the name 
Ideal for the brush before Mr. Reid left for the United States, 
and before there was any arrangement for the sale of these 
brushes in the United States. This is not only contradictory of her 
own written admission, but is inconsistent with the conceded 
facts in the case. The brushes had not been introduced into the 
United States, and no arrangement made for Reid or anyone to 
sell them in the United States. It is improbable that Pearson 
would suggest a new name for them in the United States before 
any arrangement for their introduction into and sale in the 
United States. Defendant contends that the written agreement 
of August 4, 1906, was procured by fraud, misrepresentation, and 
coercion. There is no evidence to sustain this contention. The 
agreement was voluntarily and understandingly entered into and 
executed. 


The defendant presents four alleged defenses, and I quote 
the language of its counsel: 


“First: That the word ‘Tdeal’ is descriptive of the quality and char- 
acter of the goods, and therefore not properly the subject of trade-mark 
monopoly. 

“Seconp: That assuming that the word ‘Tdeal’ is sufficiently arbitrary 
to be the subject-matter of a trade-mark, that the same became publict 
juris on the expiration of the patents covering said ‘Ideal’ brush, and that, 
therefore, it is incapable of monopoly as a trade-mark. 

“Tuirp: That if peradventure the court should hold that the word is 
subject-matter of trade-mark monopoly, and that it did not become public 
juris on the expiration of the patent, that then it follows, from the facts 
disclosed concerning the relation of the parties, that the said good will and 
trade-mark arising as the result of the sale of brushes under this name 
‘Ideal’ belongs to Mason Pearson Bros. and none other, and that, there- 
fore, Mason Pearson Bros. have a right to manufacture and sell said 
brushes to the defendant (Smith) under said trade-mark. 

“FourtH: That assuming that the word ‘Ideal’ is descriptive, and 
therefore not susceptible of trade-mark monopoly, or assuming that it 
has become publici juris as stated, defendants (Smith) contend that said 
word has in the United States acquired a secondary meaning, and that it 
now indicates to the purchasing public goods manufactured by Mason 
Pearson Bros. and none other, and that it would be a fraud on the pur- 
chasing public and a trespass on the rights of the said manufacturers to 
permit the use of the same in connection with the sale of brushes of the 
same class manufactured by another.” 


Just how or wherein the word “Ideal” is descriptive of this 
or any hair brush or thing I am unable to understand. “Ideal” 
(Century Dictionary) means, as an adjective: 
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“T, a, Of or pertaining to or consisting in ideas; 2, Existing only in 
idea; confined to thought or imagination; 3, In philosophy, regarding 
ideas as the only real entities; pertaining to or in the nature of idealism; 
4, Arising from ideas or conceptions; based upon one ideal or ideals; 
manifesting or embodying imagination; imaginative, as the ideal school 
in art or literature; an ideal statute or portrait. 

“TI, n, 1, That which exists only in idea; a conception that exceeds 
reality; 2, An imaginary object or individual in which an idea is conceived 
to be completely realized; hence a standard or model of perfection; as the 
ideal of beauty, virtue, etc.; 3, A standard of desire; an ultimate object or 
aim; a mental conception of what is most desirable, as one’s ideal of en- 
joyment, one’s ideals are seldom attained.” 

In Standard Paint Co. v. Trinidad Asph. Co., 220 U. S., 446, 
31 Sup. Ct., 456, 55 L. Ed., 536, the question was whether 
‘“Ruberoid’”’ as applied to a roofing material, was a valid trade- 
mark. The roofing material to which it was applied was in some 
respects like rubber, although it contained no rubber. “Rubber- 
oid” means “like rubber.” It is a trade-name for an “imitation 
of hard rubber; a compound word, rubber, and suffix, oid, mean- 
ing having the form or resemblance of the thing indicated, like,” 


~ 


etc. Applied to the roofing material in question, it was truly de- 
scriptive of the thing, which was like rubber, and anyone had the 
right to use the word and apply it to anything in fact like rubber. 
The court held that it was descriptive, and that the fact the word 
was misspelled was immaterial, and hence such word was not the 
subject of a valid trade-mark. 

In Waterman et al. v. Shipman et al., 130 N. Y., 301, 29 
N. E., 111, the court of appeals held that the word “Ideal” as 
applied to a fountain pen, in association with the words “Water- 
man’s Fountain Pen,” so that the trade-mark read ‘“Water- 
man's Ideal Fountain Pen,” was a valid trade-mark. The court 
said: 

“While the word ‘fountain’ as applied to pens of a certain kind is a 
common appellative, the word ‘ideal’ as applied to fountain pens is non- 


descriptive, arbitrary, and fanciful, and has no natural nor necessary ap- 
plication to a pen.” 


This case was approved in Cooke & Cobb Co. v. Miller, 169 
N. Y., 475, 478, 62 N. E., 582, 583. When the word is generic, or 
descriptive of the article, its qualities, ingredients, grade, or 
characteristics, it is not the subject of a valid trade-mark. Water- 
man v. Shipman, supra; Selchow v. Baker, 93 N. Y., 59, 45 Am. 
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Rep., 169; Cooke & Cobb Co. v. Miller, 169 N. Y,. 475, 62 N. E.., 
582; Gilman v. Hunnewell, 122 Mass., 139; Lawrence Mfg. a 
v. Tennessee Mfg. Co., 138 U. S., 537, 11 Sup. Ct., 396, 34 L. Ed., 
997. The word “Ideal” has no application to hair en ex- 
cept as we arbitrarily apply it, and the word is in no sense 
indicative or descriptive of the qualities or characteristics or 
merits of the brush, except that it meets the very highest ideal, 
imental conception, of what a hair brush should be. 

In Standard Paint Co. v. Trinidad Asphalt Co., 220 U. 
446, 31 Sup. Ct., 456, 55 L. Ed., 536, the court reiterated the rule 
declared in Elgin Nat. Watch Co. v. Ill. Watch Co., 179 U. 
665, 21 Sup. Ct., 270, 45 L. Ed., 365, that: 


“No sign or form of words can be appropriated as a valid trade-mark 
which, from the nature of the fact conveyed by its primé iry meaning, others 
may employ with equal right for the same purpose. 


The nature of the fact conveyed by the primary meaning of 
the word “Ruberoid”’ is that the roofing material is “like rubber.” 
Here the primary meaning of the word “Ideal” as an adjective 
iS: 

“1, Of or pertaining to or consisting of ideas; 2, Existing only in 
idea, confined to thought or imagination.” 


And as a noun: 


1, That which exists only in idea, a conception that exceeds reality; 

An imaginary object or individual in which an idea is conceived to be 

completely recognized; hence a standard or model of perfection; 3, A 

standard of desire, an ultimate object or aim, a mental conception of 
what is most desirable.” 

Hence the nature of the fact conveyed by the primary mean- 
ing of the word “Ideal” is that there is an “imaginary object” 
existing in “thought” or “ideas only,” something that ‘exceeds 
reality,” etc. This in no sense describes an existing thing, such as 

hair brush. In Cooke & Cobb Co. v. Miller, 169 N. Y., 475, 
477, 62 N. E., 582, 583, the words, “The Improved Favorite Let- 
ter and Invoice File, Best, Cheapest,” was held not a valid trade- 
mark ; the word “Favorite” being the one relied on. The defend- 
ant used the words “Favorite Letter and Invoice File.” “Favor- 
ite’ means: 


“Regarded with particular liking, favor, esteem, or preference.” 
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This word does not describe any particular characteristic, 
quality, or ingredient, but does indicate, in a way, a grade of in- 
voice files, viz., that grade regarded with particular favor and pre- 
ferred by users. The court of appeals held that this word ‘“Favor- 
ite,” used in connection with the other descriptive adjectives, was 


used in a descriptive sense and as a descriptive word, and held: 


“A word in comm use can not be adopted and appropriated as a 
trade-mark, unless applied 


to the article designated thereby in a nonde- 
scriptive, arbitrary, and fanciful way, having no natural or necessary ap- 
ication to the article in question,” etc. 

The word “Favorite” in that case was not so used. In this 
‘ase the word “Ideal,” stamped on the article and on the labels 
n the boxes containing the brushes, may fairly be said to have 
been used in a “nondescriptive, arbitrary, and fanciful way,” and 
in no way as a descriptive word. Of course, if the word is in its 
very nature and in its ordinary and primary meaning descriptive 
| the thing to which applied, it can not be a lawful trade-mark 


in connection with such article. 





This brings us to the consideration of the question whether 
Reid and his associates, being mere purchasers and sellers in this 
untry of these brushes, sole dealers in the United States, could 
ulopt a trade-mark for the brushes so purchased and dealt in by 
them, and be the sole owners of same, transmitting title to their 
uuccessors, inasmuch as Pearson, Raper, and Gill and their suc- 
essors were sole manufacturers in England, and had the right 
» sell and did sell the same brush—not bearing the word “Ideal” 
wever—in the rest of the world. Of this there can be little 
loubt, I think. The term “trade-mark,” as defined by the su- 
reme court of the United States in Elgin Nat. Watch Co. v. 
‘Ilinois Watch Co., 179 U. S., 665, 673, 21 Sup. Ct., 270, 273 
i5 L. Ed., 365), “generally speaking, means a distinctive mark 

' authenticity, through which the products of particular manu- 
lacturers or the vendible commodities of particular merchants 
may be distinguished from those of others.” This definition is 
uoted and approved in Standard Paint Co. v. Trinidad Asphalt 
220 U. S., 446, at page 463, 31 Sup. Ct., 456, at page 457 

55 L. Ed., 536). This has been said in many cases. Godillot v. 
larris, 81 N. Y., 267; Derringer v. Plate, 29 Cal., 292, 87 Am. 
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Dec., 170; Columbia Mill Co. v. Alcorn, 150 U. S., 460, 14 Sup. 
Ct., 151, 37 L. Ed., 1144; Holt v. Menendez (C. C.), 23 Fed., 
869, affirmed 128 U. S., 514, 9 Sup. Ct., 143, 32 L. Ed., 526; 
Selchow v. Baker, 93 N. Y., 59, 45 Am. Rep., 169; Walton v. 
Crowley, 3 Blatchf., 440, Fed. Cas., No. 17,133; Amoskeag Mfg. 
Co. v. Trainer, 1o1 U. §., 51, 56, 25, L. Ed., 993. In Selchow v. 
Baker, supra, the court said: 

“A party may be entitled to a trade-mark in a name which he uses 
arbitrarily either on articles which he manufactures or has manufactured 
for him.” 

As there must be a manufacturer before the merchandise 
passes to the hands of merchants for sale, and as a trade-mark 
may be adopted by a particular merchant to designate and dis- 
tinguish the particular goods owned and sold by him, the trade- 
mark adopted here by Reid and his associates designated, not 
the brush as a patented brush or the manufacturer, but the par- 
ticular brush sold by Reid and his successors; not the manufac- 
turer or the origin of the brush, but the merchant who owned, 
sold, or dealt in those particular brushes in the United States. 
And it was not the name given to a patented brush to designate 
it from others not patented. The manufacturer in England put 
on this mark to distinguish the particular brushes the title of 
which was transferred to Reid and his associates, well knowing 
that such mark was to designate those so sold and no others, and 
was to indicate to the purchasers and users of those brushes so 
marked that they came from Reid and his associates, not as the 
manufacturers, but as owners and dealers merely. 

“*The meaning and use of a trade-mark is that some person dealing in 
goods, no matter of what kind, whether of his own manufacture or not, 
having a certain defined shape, if he stamps upon them some indication 
that that particular article is his, and his only, may thereby acquire so far 
an exclusive right to it as that no man may imitate his mark, and the legal 
right goes no further than that.’ Ford v. Foster, L. R. 7 Ch. App. 611, 
note, 27 L. T. N. S. 219, 20 W. R 311, 41 L. J. Ch. 682.” 

It is urged by defendant that on the expiration of the 
United States patent in 1903, or possibly on the expiration of the 
British patent in 1899, the trade-mark, assuming its validity and 
that it was the property of Reid and his successors, became 
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publict juris. Hopkins on Trade-Marks (2d Ed.) § 39, p. 78, 
is quoted, viz.: 


“The general rule as to the name applied to a patented article during 
the life of the patent is that upon the expiration of the patent the public 
acquires the right to make, use, and sell the patented article, and to dis- 
tinguish it by the name which it bore during the life of the patent.” 


Singer v. June Mfg. Co., 163 U. S., 169, 16 Sup. Ct., 1002, 
41 L. Ed., 118, and the cases therein referred to, are cited as 
authority. But this patented hair brush never bore the name 
“Tdeal” as its generic name during the life of the patent. It 
was not the name by which it was known, except as to one 
variety thereof sold in the United States and Canada, and was not 
there applied to it by the patentees. It was not used or applied 
to designate the brush, that particular style or make of brush, but 
as the trade-mark of the merchant who dealt in and sold in the 
United States and Canada, and solely to indicate the firm or per- 
sons who dealt in or sold it, the origin of sale. This is not an 
attempt by Reid and his associates, or their successor in right, 
to perpetuate a monopoly in this brush after the expiration of the 
patent. Hughes is not the patentee or the successor of the 
patentees. Hughes and his predecessors built up a business of 
great value in selling these brushes, and protected that business 
by the adoption and use of this trade-mark. It never belonged to 
the defendants or their predecessors. Pearson has acquired 
no right by the expiration of the patent to take and use Hughes’ 
trade-mark. The expiration of the patent conferred no right 
on Pearson to do what he could not have done before; no right 
to put Hughes’ trade-mark on brushes and put them on the 
market himself, thus indicating that they came from Hughes. 
It is true, however, that during the life of the patent all these 
brushes of this style sold in the United States were patented and 
marked “Patented,” as well as with the name “Ideal.” Through- 
out the United States this particular style of the patented brush 
was known as “Ideal.” Hughes and his predecessors sold other 
brushes, made under this patent, not marked “Ideal.’”’ When this 
brush was freed of the monopoly by the expiration of the patent, 
everyone in the United States became entitled to make and sell 
it. Can they mark and label as they please, or can Hughes, who 
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still deals in this particular brush, retain his title and exclusive 
use of his trade-mark to protect his trade and business, to in- 
dicate now, what he did before, that brushes of this style which 
bear the name “Ideal” come from him? It appears from the evi- 
dence that after as well as before the expiration of the patent 
this brush was sold under various names, “Very Brush’’ the 
“Perfect Penetrator,” the “Cleanwell,” the “Standard,” the “Lon- 
don Patent,” and “Pearson’s Hair Brush.” 

It may be said that when a person, by contract with the 
patentee under United States letters patent, who is the sole manu- 
facturer of the patented thing, obtains the sole right to sell such 
article in the United States, and adopts a trade-mark which he uses 
on and in connection with a certain grade or style of the patented 
article, and such grade or style becomes known to the trade 
and users by that name and no other, he takes his chances, and 
must expect that the right to the name will expire with the patent ; 
that otherwise he would obtain a monopoly of that particular thing 
after the expiration of the patent; that this is subject to the same 
objections that obtain against the patentee who adopts a name 
for the patented thing which becomes generic. Is not this so, 
even where the trade-mark was adopted and used to designate 
the seller merely, origin of sale, and not the origin or manu- 
facturer, and not the thing patented, but is applied to a class or 
style only of the patented article, and then not universally, but in 
our country only. In Singer Manufacturing Co. v. June Mfg. 
Co., 163 U. S., 169, 199, 16 Sup. Ct., 1002, 1014 (41 L. Ed., 118), 
Mr. Justice White, who delivered the opinion of the court, said: 


“The result, of the American, the English, and the French doctrin 
universally upheld is this: That where, during the life of the monopoly 
created by a patent, a name, whether it be arbitrary or be that of the in- 
ventor, has become, by his consent, either express or tacit, the identifying 
and generic name of the thing patented, this name passes to the public with 
the cessation of the monopoly which the patent created. Where another 
avails himself of this public dedication to make the machine and use the 
generic designation, he can do so in all forms, with the fullest liberty, by 
affixing such name to the machines, by referring to it in advertisements, 
and by other means, subject, however, to the condition that the name 
must be so used as not to deprive others of their rights, or to deceive the 
public, and, therefore, that the name must be accompanied with such indi- 
cations that the thing manufactured is the work of the one making it as 
will unmistakably inform the public of that fact.” 
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The question is not free from difficulty, and the answer is 
not free from doubt. It can not be questioned that this style or 
form of this patented brush patented under the United States 
laws became known throughout the United States as “Ideal,” or 
‘“Tdeal Brush,” and as the brush sold by Hughes and his pred- 
ecessors. Hughes and his predecessors so intended, and it was 
done by and with the consent of the patentees, from whom solely 
Hughes derived his exclusive right to sell the brush in the United 
State and Canada. 

Mr. Justice White quoted and approved Pouillet, Brevets 
d' Invention § 29, p. 280: 


“In principle, a surname, is inalienable, and each one keeps the impre- 
scriptible ownership in it. We know, however, that when the name of the 
inventor has become the designation of the thing patented, it belongs to 
every one, at the expiration of the patent, to make use of this designa- 


May we not well inquire, if this be so, that is, if the name 
of the inventor applied to the patented thing belongs to everyone 
when the patent expires, how it is that the arbitrary name applied 
to the patented thing by the one having the sole and exclusive 
ight to sell it in the country where patented, and by which name 
it becomes known there, does not pass to the general public with 
the expiration of the patent? The only answer I can find is that 
after the expiration of the patent, as well as before, the Pearsons 
were the sole manufacturers, and as such they could and did 
make a contract with Hughes, giving him the sole right to sell 
that article, no longer protected by the patent, in the United 
States. As such sole dealer in that article, he had the right to 
adopt a trade-mark, and did continue and register the name 
“Tdeal,” which had been jis trade-mark for years. But could he 
then adopt and register as his trade-mark, connected with this 
particular style of brush, now freed from the patent, the name 
which designated it in the United States before the patent ex- 
pired? Had not that name “Ideal,” connected with this style 
of brush, become public property to the extent that it could no 
longer be appropriated as a trade-mark by anyone in connection 
with the particular brush? Having the sole right to sell through- 
out the United States, Hughes and his predecessors attached this 
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name to the article, and throughout the United States it became 
known by that name. Hughes is responsible for that. So long 
as the patent was in force, it was unnecessary to register the 
name “Ideal” as a trade-mark, as the patent was protection against 
sales of that brush in the United States by others, whether or 
not it bore that name. But when the patent ceased to be a pro- 
tection against sales by others of that article the name was 
registered as a trade-mark; the idea being to exclude others from 
selling that particular brush with that name thereon, and so create 
the impression that Hughes sold the only real “Ideal Hair 
Brush.” 

But it is said that the Pearsons recognized the trade-mark as 
valid and assented to its registry, and therefore can not use it. 
Does that validate the trade-mark, if invalid without such recogni- 
tion and assent? Clearly not. Does that mere assent and recogni- 
tion estop the Pearsons to use it? I think not. But it is said 
the Pearsons gave Hughes a 20-year agreement for the exclusive 
sale of such brush made by him in the United States, and Hughes 
agreed to purchase all his brushes of the Pearsons, and in con 
sideration of being released it was agreed that the Pearsons might 
sell these brushes in the United States under some other name ; 
that is, Hughes surrendered his right to the exclusive sale of these 
brushes in the United States, provided and on condition the 
Pearsons would sell the brush under some other name, if they 
sold at all, in the United States. Can the Pearsons be enjoi> 
from violating this agreement? There is no full, complete, and 
adequate remedy at law clearly. And to enforce it at law an in- 
numerable number of suits at law will be necessary. 

Again, the complainants contend that Hughes had the right 
to register this trade-mark under the Trade-Mark Act of Febru- 
ary 20, 1905 (33 Stat., 724, c., 592), as Hughes had exclusively 
used this trade-mark “Ideal” for the period of 10 years next 
preceding the passage of that act. That act superseded Act 
March 3, 1881, c., 138, 21 Stat., 502 (U. S. Comp. St., 1901, p. 
3401), and in section 5, after providing what marks, etc., may 
be registered and what may not be, states as follows: 


“And provided further, that nothing herein shall prevent the registra- 
tion of any mark used by the applicant or his predecessors, or by those 
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from whom title to the mark is derived, in commerce with foreign nations 
or among the several states, or with Indian tribes, which was in actual 
and exclusive use as a trade-mark of the applicant or his predecessors 
from whom he derived title, for ten years next preceding” the passage of 
this act. 


The meaning and effect of this proviso has been adjudicated 
by the circuit court of appeals in this (the second) circuit. 
Thaddeus Davids Co. v. Davids, 178 Fed., 801, 102 C. C. A., 
249. It is there held in substance and effect that under the quoted 
10-year clause any word or mark actually and exclusively used 
as a trade-mark of the applicant or of his predecessors from 
whom he derived title for 10 years next preceding the passage of 
the act, February 20, 1905, is entitled to registration and protec- 
tion as a trade-mark notwithstanding the exceptions and prohibi- 
tions in the preceding clauses of the section. The question there 
was over the validity of the registration of the name “Davids.” 
Section 5 of the said act of February 20, 1905, provides, among 


other things: 


“Provided that no mark which consists merely in the na 
dividual, firm, * shall be registered under the terms of 


Here was a clause absolutely prohibiting the registration of 


the name “Davids,” but for the 10-year clause quoted above. 
The court started off with the declaration that this word “Davids” 
was not a valid common-law trade-mark, and could not have been 


registered under the prior law, the act of March 3, 1881. Also: 


“If, then, the name has validity as a registered trade-mark it is by 
virtue of the provisions of section 5 of Trade-Mark Act Feb. 20, 1905, 
* 4 and the 10-year clause thereof upon which the complainant relies 
follows. * * * The act makes a mark actually and exclusively used 
the requisite period entitled to registration as a trade-mark. And if it is 
entitled to registration it is entitled to protection. We are unable to ap- 
preciate the distinction sought to be drawn by the defendant between the 
right to register a trade-mark and the right to protect it. * * * In our 
opinion, an interpretation of the act which renders the 10-year clause of 
no practical effect should be avoided, unless absolutely necessary. Un- 
doubtedly public policy would prevent the registration as trade-marks of 
marks consisting of immoral or scandalous matter, or of flags or coats of 
arms. It may well be that the same principle would prevent the registra- 
tion of trade-marks simulating those used by other. But with respect to 
names, descriptive words, and geographical terms, we are of the opinion 
that the proviso prevents their registration if they have been in use for 
less than 10 years, but that the 10-year clause entitles them to registration 
if they have been actually and exclusively used for more than that period 
before the passage of the act.” 
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The circuit court of appeals in the Davids case refers to in 
re Cahn, Belt & Co., 27 App. D. C., 173, where it was explicitly 
held and decided that the proviso quoted does not permit or 
authorize the registration of marks or names the registration of 
which is prohibited by the prior clauses of section 5, and after 
stating that the court had so held in that case declared its inability 
to follow that case, as no practical effect could be given to the 
10-year clause if the statute were so construed, and then held, 
as already quoted: 


“But with respect to names, descriptive words, and geographical terms, 
we are of the opinion that the proviso prevents their registration if they 
have been in use for less than 10 years, but that the 10-year clause entitles 
them to registration if they have been actually and exclusively used for 
more than that period before the passage of the act.” 


Here the name “Ideal” had been used by Hughes and his 
predecessors in title for more than the 10 years next preceding 
the passage of the act actually and exclusively as his trade-mark. 
It was a trade-mark of the applicant, and there is no statute, or 
clause in the statute referred to, forbidding its registration. 
Clearly the expiration of the patent in 1903 had no greater 
potency to prevent the registration of this trade-mark by Hughes, 
and its protection as such by the courts, than does the express 
provisions of the statute referred to to prevent the registration of 
“marks consisting merely in the name of an individual firm * * 
or merely in words or devices which are descriptive of the goods 


with which they are used,” ete., and which statute says such 
marks, words, etc., shall not be registered. This word “Ideal,” 
under the facts and circumstances of this case, was entitled to 
registration, and, being entitled to registration by Hughes, is 
entitled to protection. Thaddeus Davids Co. v. Davids, supra, 
178 Fed., 804, 102 C. C. A., 252, where the court held: 


‘And if it is entitled to registration it is entjtled to protection.” 


As interpreted by the circuit court of appeals, the 10-year 
clause refered to provided for the registration of every mark and 
word which for the 10 years next preceding the passage of the 


act had been in actual and exclusive use by the applicant and his 
predecessors in title as a trade-mark. The court also held that in 
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such cases public policy, not the statute, would prevent the regis- 
tration of marks consisting of immoral or scandalous matter, or 
of flags or coats of arms, even had they been in use as such for 
the 10-year period. 

\s to the cross-bill, it must be dismissed in any event as un- 
authorized. By section 22 of the Trade-Mark Act a suit in equity 
may be instituted whenever there are “interfering registered 
trade-marks,” etc. Whenever a person deems himself injured by 
the registration of a trade-mark, by section 13 of the act he may 
apply to the commissioner of patents to cancel same. This is a 
‘omplete and adequate remedy. 

The cross-bill will be dismissed, and the complainants will 


have a decree as prayed, with costs. 


SUPREME COURT OF KANSAS 
KANSAS Mitiinc Co. v. KANSAS FLour Mitts Co. 
(133 Pac. Rep., 542.) 

June 7, 1973. 


COMPETITION—CORPORATE NAME, 
[wo corporate names, geographical and descriptive in composition, 


1 


should not be held to be so like as to warrant injunctive relief, where 
they are fairly descriptive of the business in connection with which 


! 
they are used, there is no proof of fraudulent intent, and the confusion 


lh] ¢ 


hich unquestionably exists is not induced by any active misrepresenta- 
ns on the part of t wer concern. 
\ppeal from judgment of district court, Sedgwick County, 
PI S 5 
‘of plaintiff. Reversed. 


A. Noftsger, of Wichita, Vernon I. Day, of Anthony, 
and George Gardner, of Wichita, for appellant. 
Dale, Amidon, Madalene & Hegler, of Wichita, for ap- 


pellee. 


\MAson, J.—The Kansas Milling Company, a Kansas cor- 
poration organized in 1906, has since that time been engaged at 


Wichita in the manufacture and sale of flour; its business ex- 


| 


ne 


: 
| 





394" THE TRADE-MARK REPORTER 


tending throughout the Union and to foreign countries. About 
January I, 1912, another Kansas corporation was formed un- 
der the name “The Kansas Flour Mills Company,” which owns 
and operates flour mills in seven different cities, one of them at 
Kansas City, Kan., the others in the southwestern part of the 
state, none of them being in Wichita, where its general offices 
are established. The first-named company brought action against 
the other, asking that it be restrained from conducting its busi- 
ness under the name adopted, upon the ground that by so doing 
it had engaged in unfair competition. A temporary injunction 
was granted, and the defendant appeals. 

The court made findings of fact, the more important of which 
may be thus summarized: The plaintiff has at great expense 
built up a large trade in this and foreign countries, selling about 
300,000 barrels of flour annually, and has established a reputa- 
tion for the excellence of its product. It has branded and ad- 
vertised its flour as manufactured by the Kansas Milling Com- 
pany of Wichita, Kan., and thereby has made its name a valuable 
asset. Mail matter and telegrams intended for the plaintiff have 
continually been delivered to the defendant, and vice versa. 
There has also been confusion in telephone calls. The similarity 
of names, under the circumstances, is likely to give the defend- 
ant the benefit of the plaintiff's advertising and prestige, and to 
mislead buyers into the belief that the product offered by the 
defendant is that manufactured by the plaintiff. 

It is obvious that the use of names so similar, by two com- 
panies engaged in the same business, in the same city, may pro- 
duce some confusion and result in some disadvantages. Whether 
the interference of a court is justified is a question of considerable 
difficulty. The ruling of the trial court is not based upon the 
theory that the plaintiff has acquired or can acquire an exclusive 
right to the use of the word “Kansas” as a part of the name of 
a corporation engaged in the manufacture of flour. The order 
granted runs only against the use of the particular title employed, 
in connection with a business conducted at Wichita. The defend- 
ant’s right to establish its general offices in a place of its own 
choosing is as clear as its right to employ the word “Kansas.” 
The statute requires the name of a corporation to begin with the 
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word “the” and to end with the word, “corporation,” “company,” 
“association,” or “society,” and to indicate the character of its 
business. Gen. Stat., 1909, § 1701. “Company” is the word 
usually employed. ‘Corporation’ and “association” are so simi- 
lar that their employment might not mend matters greatly. The 
phrase “flour mills” doubtless differs as much from “milling” as 
any term that could be selected to indicate the character of the 
business. Probably the least radical change that would satisfy 
the injunction would be the insertion of another word after 
“Kansas,” such, for illustration, as “United” or “Consolidated.” 
The amount of inconvenience that might result therefrom can 
not well be determined, but it can not be said that reasonable 
grounds of objection to such a change may not exist. 

The cases bearing upon the right of one who has made use 
of a descriptive geographical name in his business to be protected 
therein upon the ground of unfair competition are fully collected 
in notes in 10 Ann. Cas., 71, and 206 L. R. A. (N. S.), 73. See, 
also, 38 Cyc., 802-805. Obviously a right to prevent others from 
using in a similar manner a word which a manufacturer or dealer 
has given to his business or goods may be more readily acquired 
where the term selected is arbitrary or fanciful, than where it is 
descriptive, especially where it embodies some geographical term 
having a real relation to the matter involved. Where long or ex- 
tensive use has given to a geographical term a secondary signi- 
ficance in connection with a business, so that it has become de- 
scriptive of the goods produced or handled, the user is held to 
have acquired what amounts to a proprietary right to it, so that 
he may prevent a competitor from using it. Note 26 L. R. A. 
(N. S.), 77. The plaintiff, of course, does not contend that the 
word “Kansas” has acquired such a secondary meaning; but, 
on the other hand, it is not seeking to prevent the use of that word 
by the defendant. What it complains of is the adoption of a 
corporate name so similar to its own that the two are likely to be 
confused in the minds of customers. 

There seems to be a conflict of authority as to whether, in 
order that the use of a geographical name may be enjoined on 
the ground of unfair competition, an actual intention to defraud 


must be shown. Note 26 L. R. A. (N. S.), 77; Nims on Unfair 








| 








396 THE TRADE-MARK REPORTER 


usiness Competition, Secs. 25, 26. Perhaps the decisions can be 
reconciled by a careful consideration of the precise facts of each 
case, but we do not deem it necessary to review them in detail. 
Doubtless in many particular instances an injunction might well 
be awarded or refused according to whether an intentional wrong 
has been done. But we do not think it should be said broadly that 
proof of intentional fraud is essential to the granting of such 
relief. While the existence of a wrongful intent might justify 
the interference of a court of equity upon a less showing of in- 
jury than would otherwise be required, the absence of such spe- 
cific intent ought not to stay the hand of the court where a name 
is adopted so similar to that already in use by a business rival that 
injury to the first user will obviously and inevitably result. Here 
the plaintiff does not plead that the defendant was actuated by a 
purpose to defraud, but it contends that buyers would naturally 
be deceived by the similarity in names, and that it would suffer 
in consequence. 

The trial court concluded that “the corporate name of de- 
fendant is so similar to that of plaintiff as to be likely to deceive 
a person of ordinary intelligence in the exercise of usual care in 
dealing with the defendant.” The degree to which the similarity 
of names will naturally tend to deceive a reasonably intelligent 
and careful person is undoubtedly the vital question on which the 
controversy turns. That question, however, is essentially one of 
law rather than of fact. It can not be conclusively determined 
by evidence of whether confusion has or has not resulted, just 
as the actual conduct of individuals is not proof of what consti- 
tutes reasonable diligence. Under the subtitle “What is similarity 
of corporate names,” it is said, in Nims on Unfair Business 
Competition: “What names are ‘calculated to deceive’ and what 
names are so ‘different,’ or ‘dissimilar,’ or ‘conflicting,’ as not 
to tend to cause confusion or deceit? What standard can be ap- 
plied to measure names, to discover whether or not they are con- 
ficting? The House of Lords has said that no witness is en- 


titled to express an opinion as to this. The names may be put 
in evidence, together with the facts as to their use, and the cir- 
cumstances surrounding the choosing of them; but there is no 
standard, except what the court in each particular case believes 
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has worked fraud or may work fraud, or loss to the plaintiff. 
The probability of injury resulting from the use of the two names 
is the test to be applied by the court for the purpose of deciding 
whether or not the names will conflict.” Section 108. 

The decision of the case must be affected by the character of 
the names, as well as by their degree of resemblance. <A court 
might readily refuse to enjoin the use of a descriptive corporate 
name under circumstances that would justify an injunction if 
the name were purely arbitrary. In either case some likelihood of 
confusion would have to be shown in order to obtain relief, but 
the probability would have to be stronger in the one case than in 
the other. So a distinction must be recognized between different 
geographical terms, according to their descriptive quality, the 
desirability of their use, and their connection with the subject 
to which they are applied. One who selects the name of a state 
as a part of a business designation must anticipate that more 
people will be moved by the same impulse, and that the resulting 
titles will be less readily distinguished than if, for instance, the 
name of a township had been selected. Buyers of flour at home 
or abroad, must be presumed to know that “Kansas” is a word 
likely to be used by different manufacturers, and on that account 
to pay closer attention than they otherwise would to the precise 
words of a corporate name in which it occurs. Upon these con- 
siderations this court is of the opinion that the name taken by 
the defendant is not sufficiently similar to that of the plaintiff to 
justify an injunction against its use. 

If the defendant had imitated the plaintiff's brands, or taken 
other steps likely to increase the confusion between the two 
names, relief could be granted. A finding was made to the effect 
that the defendant intends branding and advertising the product 
of its various mills as “manufactured by the Kansas Flour Mills 
Company, Wichita, Kansas.” The defendant maintains that this 
finding is not supported by the evidence. The plaintiff says in its 
brief: “It is our contention that the labeling of all of the flour 
of defendant in the name of Kansas Flour Mills Company, 
Wichita, Kansas, or the Kansas Flour Mills Company, General 
Offices, Wichita, Kansas, and not placing any words upon it to 
indicate that-it is manufactured elsewhere than at Wichita, is 
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sufficient to sustain the finding.” The defendant should not be 
allowed to use brands or advertisements expressly or inferentially 
representing that its flour is manufactured in Wichita. The sacks 
produced in evidence, however, show the words “Wichita, Kan- 
sas,’ to be preceded in each instance by the phrase “Genera! 
Offices.”” They also bear a device giving the names of the seven 
cities in which the defendant’s mills are situated. We do uot 
think this employment of the name of the city in which the head- 
quarters of the company are located is misleading. 

A detailed review of the authorities is not thought to be 
desirable. Each case necessarily depends upon its own peculiar 
facts, and in several instances decisions seemingly in point are 
influenced by considerations not here present. In Elgin Butter 
Co. v. Creamery Co., 155 Ill., 127, 40 N. E., 616, the court refused 
to enjoin a corporation called “Elgin Creamery Company” from 
competing at Elgin with a company having as established business 
under the name of the “Elgin Butter Company.” The facts are 
somewhat similar to those of the present case, but the opinion 
contains an intimation that the use of a corporate name similar 
to one already in use can only be enjoined where a fraudulent 
intent exists—a length to which we do not feel justified in going. 
In Nebraska Loan & Trust Co. v. Nine et al., 27 Neb., 507, 43 
N. W., 348, 20 Am. St. Rep., 686, injunction against the use 
by a new company of a name already employed by an older one 
was refused; the companies being located in different cities, but 
operating in the same territory. Northwestern Knitting Co. v. 
Garon, 112 Minn., 321, 128 N. W., 288, is perhaps as strong a 
case as any cited in support of the plaintiff's contention. There 
the operation of the “Northwestern Knitting Mill’ located at 
Duluth was enjoined because of interference with the business of 
the “Northwestern Knitting Company” of Minneapolis. The 
case seems an extreme one. The word “Northwestern” is so 
indefinite, however, that its classification as a descriptive term 
seems somewhat doubtful. In Cady v. Schultz, 19 R. I., 193, 
32 Atl., 915, 29 L. R. A., 524, 61 Am. St. Rep., 763, the prior 
user of the words “United States” as a part of the style of a 
dental office was protected by injunction against their similar 
use by a competitor. But there the phrase was so broad that it 
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clearly was not descriptive in any just sense. A prior decision of 
the Minnesota court forbade a new institution, having another 
and entirely different name, to describe itself in its advertising 
matter as “Minnesota’s School of Business,” in imitation of the 
name of an older school known as the “Minnesota School of 
Business.” Rickard v. Caton College Co., 88 Min., 242, 92 N. 
W., 958. In the following cases in whch injunctions were granted 
the two names involved were absolutely or practically identical: 
Nesne v. Sundet, 93 Minn., 299, 101 N. W., 490, 106 Am. St. 
Rep., 439, 3 Ann. Cas., 30; Amer. Clay Mfg. Co. v. Amer. Clay 
Mfg., Co., 198 Pa., 189, 47 Atl., 936; Philadelphia Trust, S. D. 
& I, Co. v. Philadelphia Trust Co. (C. C.), 123 Fed., 534. 

The judgment is reversed, with directions to deny the tem- 
porary injunction. All the Justices concurring. 


ST. LOUIS, MISSOURI, COURT OF APPEALS 
WESTMINSTER LAUNDRY Co. v. HESsSE ENVELOPE Co. 


(156 Southwestern Rep., 767.) 


/ 


May 6, 1913. 


1. TRADE-MARK—RIGHT CONFERRED BY USE. 

In order to constitute a trade-mark, the word chosen must be 
used upon articles of merchandise so as to become identified in the 
mind of the public with a certain make of goods, otherwise the word 
remains public property, susceptible of appropriation by anyone. 

2. UNFAIR COMPETITION—ELEMENTS, 

Unfair competition in the use of a word or phrase can result only 
when it has been so long employed in connection with a certain busi- 
ness or the sale of a certain article as to be identified therewith by the 
public. 

UNFAIR COMPETITION—PLAINTIFFE’S Use PREREQUISITE. 

Where plaintiff has selected a word for the purpose of advertis- 
ing his business, but has used it blindly and has not identified it pub- 
licly with such business, defendant’s appropriation of the word for his 
own use, and of the publicity it has obtained, for his own purposes, does 
not constitute unfair competition, no right of the plaintiff acquired by 
long or exclusive use having been invaded. 


w 


Appeal from judgment of St. Louis circuit court in favor 
of plaintiff. Reversed. 
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Morton Jourdan and Geo. T. Priest, of St. Louis, for ap- 
pellant. 

Percy Werner, Hugh K. Wagner and Edward D'Arcy, of St. 
Louis, for respondent. | 


Norton, J.—This is a suit for damages in which plaintiff 
recovered a verdict for $1. On this verdict judgment was given, 
and defendant prosecutes an appeal therefrom. 

All of the relevant facts appear from the face of the pe- 
tition, and the question of liability is to be determined thereon. 
It appears that the plaintiff, the defendant, and the D’Arcy Ad- 
vertising Company are each corporations engaged in their re- 
spective callings in the city of St. Louis. Plaintiff owns and is 
engaged in the business of operating a steam laundry. Defendant 
is engaged in the business of manufacturing envelopes. The 
D’Arcy Advertising Company is engaged in the advertising busi- 
ness; that is to say, it places advertisements in St. Louis for 
those who choose to patronize it. The plaintiff laundry company 
engaged the D’Arcy Advertising Company to do certain adver- 
tising for it by running what is known as a “blind” advertisement. 
Such “blind” advertisement is described in the petition as follows: 
“The fundamental idea of same (the ‘blind’ advertisement) being 
the use of some striking device well adapted to attract public 
attention, but unaccompanied, upon its first appearance, by the 
name of the advertiser using it, other matter being added later 
and the name of the advertiser, also, being given when the curi- 
osity of the public has been sufficiently piqued and the attention 
of the public has been excited by the ‘blind’ nature of the adver- 
tisement.” The striking device referred to in the quotation from 
the petition and that contemplated in the instant case is the word 
“stopurkicken.” The petition avers that plaintiff entered into a 
contract with the D’Arcy Advertising Company, whereby it was 
to have the exclusive use of the word “stopurkicken’’; that the 
D’Arcy Advertising Company, in pursuance of plaintiff’s plan, 
had the word “stopurkicken” published upon signboards and by 
way of printed cards. After the word “stopurkicken” had been 
so used, and before plaintiff had time to determine upon a proper 
supplement to such advertisement to disclose its own name and 
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identity, the defendant, Hesse Envelope Company, well knowing 
the word “stopurkicken” was being used in the manner men- 
tioned, and desiring to take advantage of the word “stopurkicken,” 
as above described, printed and distributed throughout the city 
of St. Louis a large number of cards bearing the word “stopur- 
kicken,” and followed by the name of the Hesse Envelope Com- 
pany. Because of this use of the word by defendant, Hesse En- 
velope Company, plaintiffs avers it is damaged, and prays a re- 
covery therefor. 
[t is said the word “stopurkicken” is an attractive misspell- 
ing and contraction of the phrase “stop your kicking,” designed to 
excite public curiosity. It is obvious the petition states no cause 
f action against defendant, unless the word “stopurkicken”’ is 
either a trade-mark in which plaintiff enjoys a proprietary right 
or is possessed of a secondary meaning which by user has be- 
come a part of the good will of plaintiff's business ; otherwise the 
word is publict juris, and available to every person desiring to em- 
ploy it identically as is the original phrase of which it is a con- 
traction. From the affirmative averments of the petition it is 
entirely clear plaintiff enjoyed no trade-mark in the word under 
consideration. Indeed, the cause does not proceed upon that 
theory. Plaintiff is engaged in the laundry business, which, of 
course, is that of washing and ironing for others. There is no 
suggestion in the petition that the word “stopurkicken” was in 
any manner annexed to plaintiff's wares or of the output of its 
laundry. 

Infringement of a trade-mark consists in the unauthorized 
use or colorable imitation of it upon substituted goods of the same 
class as those for which the mark has been appropriated. 38 
Cye., 741. The petition reveals that plaintiff had not yet em- 
ploved the word in any manner so as to identify it with its 
business, for it says though a contract had been entered into be- 
tween plaintiff and the D’Arcy Advertising Company for the use 
of the word, and it had been employed in blank space on sign- 
boards and on cards plaintiff had not yet revealed its identity in 
connection therewith. Defendant is engaged in the manufacture 
and sale of envelopes, and used the word on an advertising card 


followed immediately by the name Hesse Envelope Company. 
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These facts appearing as they do in the petition sufficiently dis- 
close that no proprietary right as in trade-mark existed in the 
plaintiff in respect of the word “stopurkicken.” 

Not only must an exclusive proprietary right appear in the 
trade-mark, but the actual use of the trade-mark is essential as 
a means of identifying the origin, ownership, or manufacture of 
the goods of its proprietor, and, furthermore, such trade-marks 
must be annexed to and accompany the goods into the market to 
the end of their identification. See Grocers’ Journal Co. v. Mid- 
land Publishing Co., 127 Mo. App., 356, 366, 105 S. W., 310; 38 
Cyc., 691, 692, 693. Unless the word or insigna relied upon is in 
some manner attached or affixed to the article in trade or stamped 
or inscribed thereon, it is not a trade-mark, and the maker of 
such article is without trade-mark rights concerning it. See 
Oakes v. St. Louis Candy Co., 146 Mo., 391, 48 S. W., 467; St. 
Louis Piano Mfg. Co. v. Merkel, 1 Mo. App., 305. It is entirely 
clear that defendant in using the word “stopurkicken” through 
affixing it to the workmanship of its envelopes was not infring- 
ing upon plaintiff's laundry business, for the wares or commodities 
of the two companies are entirely dissimilar. But aside from this 
it appears affirmatively that the plaintiff had never used the word 
in connection with the output of its laundry. It had therefore 
obtained no proprietary right thereto by continued use through 
affixing it to the workmanship of its laundry turned out into 
the market. 

For the same reasons, in part at least, no secondary right to 
the use of the phrase appears in plaintiff by user such as is essen- 
tial to render it a portion of the good will of its laundry business 
as if reputation obtained thereon. It is certain that the case may 
not be sustained as one for unfair competition. Unfair competition 
consists in passing off or attempting to pass off upon the public 
the goods or business of one person as and for the goods or busi- 
ness of another. See Cyc., 756. Nothing less than conduct tend- 
ing to pass off one man’s goods or business as that of another 


will constitute unfair competition, for such is the very essence 
of the wrong on which the law affords redress to the injured 
party. See Elgin National Watch Co. v. Illinois Watch Co., 179 
U. S., 665, 674, 21 Sup. Ct., 270, 45 L. Ed., 365; 38 Cyc., 762, 
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763; 38 Cyc., 758. See also Grocers’ Journal Co. v. Midland Pub. 
Co., 127 Mo. App., 356, 367, 105 S. W., 310. 

The relief in cases of unfair competition proceeds upon the 
theory that the words or phrase employed has by long use in con- 
nection with the goods or business of a particular trade come to 
be understood by the public as designating the goods or business 
of that particular trader. Because of such user the words or 
phrase become identified with the business of him who employs 
them and constitute a part of its good will. Such meaning of the 
words or phrase, it is said, is the genesis of the law of unfair 
competition as distinguished from technical trade-mark, and 
therefore relief against unfair competition is afforded upon the 
ground that one who has built up a good will and reputation for 
his goods or business under a particular designation is entitled to 
the benefits therefrom. And secondary to this the theory is that 
the deception of the public injures the proprietor of the busi- 
ness by diverting his customers and filching his trade. Grocers’ 
Journal Co. v. Midland Pub. Co., 127 Mo. App., 356, 367, 105 
S. W., 310; 38 Cyc., 761, 763, 769. 

It is to be observed that, though the right to complain as for 
unfair competition does not in every instance require the com- 
plainant shall have a proprietary right in the phrase, it does re- 
quire that he shall have used it in his business as a means of 
identifying his goods as his product and for a sufficient length of 
time to establish a repute therefor.in the market as pointing his 
product. Grocers’ Journal Co. v. Midland Pub. Co., 127 Mo. 
App., 356, 367, 105 S. W., 310; Reach Co. v. Simmons Hardware 
Co., 155 Mo. App., 412, 135 S. W., 503; 38 Cyc., 769, 763. Un- 
less the word or phrase involved has become a parcel of the 
good will of his business by continued use in connection with the 
product of the proprietor, it is entirely clear that the use of the 
same word by another does not reveal an unfair competition. 
Shelley v. Sperry, 121 Mo. App., 429, 99 S. W., 488. The peti- 
tion shows on its face that plaintiff had never used the word 
“stopurkicken” in connection with the output of its laundry, but 
on the contrary, only employed it on billboards and cards other- 
wise blank as an attraction to arouse the curiosity of the public 
with a view of revealing the name of the advertiser (plaintiff) 
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thereafter. It is clear enough that though defendant interposed 
and used the same word on cards bearing its name, as it did, no 
unfair competition appears when considered in the sense of the 
law on the subject, and, until plaintiff had obtained a right thereto 
by actual user in connection with the product of its laundry, the 
contracted word “stopurkicken” must be regarded as publici juris 
and available to all who desired to employ it identically as was the 
original phrase “Stop your kicking.” It is certain the D’Arcy 
Advertising Company had no superior right to either the phrase 
or the contracted word, and that it could confer none upon plain- 
tiff by its contract to employ it as a means of arousing the curios- 
ity of the public for plaintifft’s benefit. Reach v. Simmons Hard- 
ware Co., 155 Mo. App., 412, 135 S. W., 503. Though persons 
who have acquired a right in respect of words and phrases by 
user as above indicated may assign or contract such right to an- 
other in conjunction with the good will of the commodity to the 
identity of which they point, it is obvious that an advertising agent 
may not appropriate any word or phrase he chooses by merely 
seizing it out of our vocabulary and confer an exclusive right 
thereto on another by a contract to employ it in aid of his busi- 
ness. We are advised of no principle of our jurisprudence on 
which the judgment in this case may be sustained, and the coun- 
sel for plaintiff have omitted to file a brief suggesting one. 
The judgment should be reversed. It is so ordered. 


RryNoips, P. J., and ALLEN, J., concur. 


[In the special term of the supreme court of the state of New York, 
Kings county, September, 1907, Mr. Justice Maddox, passing upon a sim- 
ilar case, awarded a preliminary injunction. The Kellogg Toasted Corn 
Flakes Company had widely advertised the picture of a young lady, com- 
bined with the admonition “Wink at the grocer and see what you will get, 
‘kK. T. C’” Nothing in the advertisements showed to what goods they 
were meant to refer, nor indicated the name of the manufacturer. 

Before the Kellogg Company had issued their second series of adver- 
tisements, while the minds of the public were in the condition of aroused 
curiosity excited by the preliminary notice, the American Rice Company 
issued advertisements, the purport of which was such as to cause the 
reader to believe that the latter company was responsible for the first 
display and that its goods were the ones intended to be advertised thereby. 

Judge Maddox granted a preliminary injunction, taking the view 
that the defendant's acts, in appropriating the benefit of the plaintiff's ad- 
vertising, was actionable as unfair competition. The case, however, car 
ries the doctrine to a length which is somewhat startling, in recognizing 





JULIUS KAYSER & CO. V. ITALIAN SILK UNDERWEAR CO. 405 


the right of the manufacturer to be secured against the deception of a 
prospective purchaser who never used the goods before, never saw them 
and never heard of them either by reputation or through advertising, but 
who had merely had his curiosity excited by an advertisement which 
he was led to believe was the advertisement of a concern other than that 
which in fact issued it. 

lf the position of the New York court were to be sustained, it would 
be immaterial whether the goods sought to be sold by the two parti 
were of a similar character or not. Any reasoning that is sufficient to 
sustain an injunction in the case of like goods would suffice to sustain 
an injunction in any case, no matter how radically different the goods 
upon which the mark was used by the several parties. | 


NEW YORK SUPREME COURT 


Junius Kayser & Co. v. ITALIAN SILK UNDERWEAR Co. 
Special Term, New York County, Aug. 18, 1973. 


1. UNFAIR CoMPETITION—GEOGRAPHICAL TERM, 

The term “Italian Silk,” applied by plaintiff to a superior grade 
underwear of its manufacture is entitled to protection against the 
similar use thereof by a rival firm, upon an inferior product, and with 
the fraudulent purpose of deceiving the public. 

GEOGRAPHICAL TERM—DECEPTIVE USE. 

The use of the term “Italian Silk” to denote a superior style 
grade of underwear made by plaintiff is not deceptive, though tl 
goods be not made of Italian silk, but is to be regarded as a fanciful 
term, and such use of the term does not, therefore, bar the right of the 
plaintiff to relief against unfair competition. 


In equity. On final hearing. 


Hardy, Stancliffe & IWhitaker, for plaintiff. 
Joshua Haberman, for defendant. 


LEHMAN, J.—The plaintiff herein, in the year 1893, began 


the manufacture of silk underwear woven in the same manner as 
silk gloves. Since that time it has sold the highest grade of this 
manufactured product under the name “Italian Silk Underwear.” 
Previous to that time no silk underwear woven like gloves was 
sold in the market, nor had the term “Italian Silk” been applied 
to any manufactured article. Since that time, by reason of the 
wide distribution by the plaintiff of its silk underwear sold under 
the name “Italian Silk,” this term has become recognized in the 


trade as denoting the highest grade of woven silk underwear 








—— — sect CO LL 
——- — 


cern tnt ON A OL COO 


ee 


AC Ne) THE TRADE-MARK REPORTER 


manufactured by the plaintiff. In 1907 the plaintiff registered this 
name as part of its trade-mark. In 1911 the defendant incor- 
porated under the name of “The Italian Silk Underwear Co.” 
It manufactures and sells under this name silk underwear woven 
in the same manner as the “Italian Silk Underwear” manu- 
factured by the plaintiff, but of inferior quality. The defend- 
ant’s underwear is packed in boxes of a color similar to those 
used by the plaintiff, and attached to the underwear are heart- 
shaped tags containing washing directions which in shape, size 
and language are similar to, though not identical, with those used 
by the plaintiff. The plaintiff now seeks to enjoin the defendant 
from using the term “Italian Silk’ in connection with the sale 
of its underwear and from dressing and packing its underwear in 
a manner calculated to deceive the public into the belief that the 
goods sold by it are manufactured by the plaintiff. The defend- 
ant uses no raw silk imported from Italy in the manufacture of 
its goods. The term “Italian Silk,” as applied to these goods, 
is therefore in no way indicative of their place of origin. The 
similarity in the packing of the goods is too great and the attitude 
of the defendant’s president on the stand was too disingenuous 
to leave any doubt in my mind that the defendant deliberately 
adopted this name and this form of packing for the purpose of 
gaining some advantage from the plaintiff’s reputation. There is 
no proof that the public was actually deceived into buying the de- 
fendant’s goods in the belief that they were manufactured by the 
plaintiff, but I find that they are dishonestly presented to the pub- 
lic and are calculated to deceive the unwary. The plaintiff and the 
public are therefore entitled to the protection demanded unless the 
plaintiff is itself attempting to deceive the public or unless the 
plaintiff has attempted without legal right to appropriate to its 
own use a geographical or descriptive term which is not subject to 
individual appropriation. It is well established that a geographical 
or descriptive term can not be appropriated to the exclusion of the 
rest of the world. Each person has a right to describe his wares, 
and no person by prior appropriation of a term descriptive of the 
quality or origin of his goods can deprive competitors of the right 
to use the same description if applicable to their goods. But 
when another resorts to the use of it fraudulently, as an artifice 
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or contrivance to represent his goods or his business as that of the 
person so previously using it and to induce the public to so believe, 
the court may, as against him, afford relief to the party injured 
(Barry Vv. Armistead, 2 Keen, Sek: Lee V. Haley, | K 5 Ch. 
App., 155; Meneely v. Meneely, 62 N. Y., 427). “And, on the 
other hand, the consideration of good faith to the public, is so 
far deemed due from a party taking a name or trade-mark for 
his business or goods that equity will not grant relief for the 
protection of the exclusive use of a misrepresentation by means 
of such name or trade-mark when it may tend to deceive or mis- 
lead the public, or to impose upon and induce persons to become 
his patrons” (Koehler v. Sanders, 122 N. Y., 65, 74). In this 
case neither party is using raw silk from Italy, and therefore tl:e 
term “Italian silk” in no manner describes the origin of the good: 
of either party. The defendant, however, claims that since the 
raw silk imported from Italy is the most expensive kind of raw 
silk, the plaintiff's use of this term as applied to its manufactured 
underwear is deceptive and fraudulent. It is true that there is 
testimony that raw silk is commonly described by the name of the 
country of its origin, and that the raw silk from Italy is more 
expensive than the raw silk imported from China and Japan. 
Nevertheless I feel that the term “Italian silk” as applied to the 
plaintiff's goods is not intended to nor does it lead the public to 
believe that the plaintiff's goods are manufactured from the most 
expensive raw silk. There is absolutely no proof that these 
terms are known to the general public, but only to those who deal 
in raw silk, and I can not find that in the public mind the words 
“Italian silk’’ connotes of itself higher value than Japanese 
silk, and I do not believe that any persons have been induced 
to become the plaintiff's patrons by the belief that they 
were purchasing garments manufactured from silk imported 
from Italy rather than from the best silk imported from Japan. 
Finally, the defendant claims that since Italian silk is the most 
expensive grade of silk, and the plaintiff uses this term only on 
the higher of the two grades of silk underwear manufactured by 
it, it must be regarded as a term descriptive of quality in the same 
way that the word “Royal” was held to be a descriptive term 
in the case of Royal Baking Powder Co. v. Sherrell (93 N. Y., 
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331). The distinction, however, between the two cases seems to 
me to be that the word “Royal” in the public mind connotes 
superiority, while, as stated above, | do not think that the words 
“Italian silk” have such a connotation. The word “Italian,” 
though of geographical origin, is, in my opinion, in this case used 
in a purely fanciful way. As such its use is entitled to some 
degree of protection from the court. The exact degree of this 
protection need not be considered by me. It is at least entitled 
to protection from a similar use on the same class of articles by a 
person seeking to gain an unfair advantage over his competitor, 
and this is all that the plaintiff is seeking. It follows that the in- 
junction should be granted, with costs. Inasmuch, however, as 
the plaintiff has failed to show that any person has been actually 
deceived, I do not think that any accounting should be ordered. 
Findings passed upon. 


SUPREME COURT OF WASHINGTON 
Wright R&stAuRANT Co., et al., v. Wricut, ct al. 
(133 Pac. Rep., 464.) 

July 8, 1013. 


UNFAIR CoOMPETITION—PFRSONAL NAME. 

It is not unfair competition for defendant, where he has 
porated his business under the name “Wright Restaurant Compa: 
and subsequently sold it to plaintiff, to be conducted under such name, 
to engage in the same business in the same city and block, under his 
own name, Chauncey Wright, in the absence of any agreement 
do So. 


Appeal from judgment dismissing the complaint on trial 


of the action. 


For opinion of the same court, on appeal from judgment 
overruling demurrer to complaint, see Reporter, Vol. 2, p. 197 


/* 


Jas. B. Murphy and Lucas C. Kells, both of Seattle, for 
appellants. 

Leopold M. Stern and Donworth & Todd, all of Seattle, 
for respondents. 
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Main, J.—The purpose of this action is to obtain a perma- 
nent injunction restraining the use of a trade-name and to re- 
cover damages. This cause was heretofore before this court 
upon an appeal from a judgment dismissing the case after a 
general demurrer interposed to the complaint had been sustained 
and the plaintiffs had refused to plead further. The court there 
held that the complaint stated a cause of action, and the cause 
was reversed and remanded, with directions to overrule the de- 
murrer and determine the cause upon the merits. II right Res- 
taurant Co. et al., v. Seattle Restaurant Co. et al., 67 Wash., 
6g0, 122 Pac., 348. 

For a period of approximately 25 years prior to September 
19, 1912, the date of the trial in the superior court, the defendant 
Chauncy Wright had been a successful restaurateur in the city 
of Seattle, Wash. He and the places operated by him had _ be- 
come widely known among certain classes of patrons. About 
SIX Or seven years prior to the above-mentioned date he opened 
a restaurant at No. 164 Washington street, in Seattle. There- 
after he became acquainted with the plaintiff, Charles Gearhart, 
who upon a number of occasions subsequent thereto and prior 
to October, 1909, offered to purchase a half interest in the busi- 
ness. Wright, however, refused to sell a half interest but did 
in October, 1909, agree with Gearhart to sell him the entire in- 
terest in the business at 164 Washington street. Gearhart paid 
one-half of the purchase price, took possession, and the papers 
were prepared and ready to be signed on the following day. But, 
when Wright took the lease for the building to his lessors to be 
transferred, they refused to accept an assignment from Wright 
to Gearhart. Wright not being able to assign the lease, and 
Gearhart being unwilling to give up the deal, they became equal 
partners in the business. If the sale had been completed as 
originally contemplated, it was arranged that the business should 
be conducted by Gearhart at this location under a name other 
than that of “Chauncy Wright’s Café.” During the time the 
business was operated by Wright and Gearhart, it was under- 
stood and agreed that the signs bearing the name “Chauncy 
Wright's Café,” which had been used by Wright when he was 


the sole proprietor, should be removed. For this purpose a 
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painter was at one time employed. The work, however, was de- 
layed, and the signs were not changed or removed, and at the 
time of the trial remained practically the same as when Wright 
conducted the business alone. The business was conducted as a 
partnership for about five months when, by mutual agreement, a 
corporation was formed under the corporate name of “Wright 
Restaurant Company” (the plaintiff corporation); each of the 
partners taking one-half of the capital stock. Thereafter, and 
in October, 1910, Wright sold and transferred all of his stock 
to Gearhart. At the time the proposal to sell his stock was made, 
Wright stated: “If you buy me out you can not use my name 
on your restaurant.” After Gearhart became the sole proprie- 
tor of the place, he had painted on the alley side of the building 
the words, “Wright Restaurant Company.” Gearhart also ad- 
vertised his place under the name of “Wright Restaurant Com- 
pany’ and not as “Chauncy Wright’s Café.” It was clearly 
understood by Gearhart when he purchased the stock that Wright 
intended soon to again engage in the restaurant business. A short 
time after the sale of the stock to Gearhart, Wright did open two 
new restaurants, one of which was soon sold, and the other located 
at 110 Occidental avenue, just around the corner from Gear- 
hart’s restaurant and not over 400 feet distant, continued to be 
conducted by Wright. This latter business was owned by the 
Seattle Restaurant Company, the defendant corporation; Wright 
being the president thereof. The name on the window was 
“Chauncy Wright” in large letters and in smaller letters under- 
neath, “President of Seattle Restaurant Co.” Wright adver- 
tised this business extensively under practically the same name as 
appeared on the window. ‘The plaintiffs assert that, by reason 
of the use of this name in the manner indicated, their business at 
164 Washington street, which prior to the opening of this restau- 


rant was a prosperous and paying one, has been injuriously af- 
fected and that their business has dwindled until at the time this 
action was brought they were operating at a loss; that this loss 
of business is solely due to the use, in the manner indicated, of 
the trade-name “Chauncy Wright.’ The facts above stated are 
substantially as found by the trial court, and an examination 
of the record demonstrates that they are sustained by the evi- 
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dence. The plaintiffs in their complaint pray for a permanent 
injunction prohibiting and restraining the defendants from the 
use of the name “Chauncy Wright” and for damages. The cause 
was tried to the court without a jury and resulted in a judgment 
in favor of the defendants. The plaintiffs appeal. 

When the cause was here on the former appeal (67 Wash., 
690, 122 Pac., 348), the law of the case was settled. It was 
there held, based upon the allegations of the complaint, that 
Wright had the privilege of entering the restaurant business when 
and where he would and to use his name in connection therewith, 
but that it was his duty to adopt such affirmative precautions in 
the use of his name as to prevent unnecessary confusion of his 
with Gearhart’s business. According to the allegations of the 
complaint as stated in the former opinion, when Gearhart entered 
into partnership with Wright, it was mutually agreed that the 
trade-name, “Chauncy Wright’s Café,” should be used by the 
partnership; and on the formation of the corporation it was also 
agreed that the name “Chauncy Wright’s Café” should remain 
upon the window and that the business of the corporation should 
be conducted under that name. But, upon the trial of the cause 
upon the merits on which the present appeal is predicated, the 
trial court found that when the partnership was formed there 
was no agreement as to the use of the name “Chauncy Wright” 
by them while they were associated in business together; and it 
was further found that at the time of the incorporation of the 
Wright Restaurant Company it was not agreed between the 
parties that the name “Chauncy Wright’s Cafe” should remain 
upon the window, but that it was agreed that the restaurant 
should be run under the name of the Wright Restaurant Com- 
pany and not under the name of “Chauncy Wright’s Café.” 
These findings are amply supported by the evidence. It will be 
seen, therefore, that the facts as developed upon the trial do not 
support the allegations of the complaint, and consequently the 
case is not within the rule announced in the prior decision. 


The judgment will be affirmed. 


Eiis, Morris, and FuLLertTon, JJ., concur. 
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COMMISSIONER OF PATENTS 
Ex parte, Uran O11, REFINING COMPANY. 
(193 O. G., 219.) 
May 2, 1913. 


SURNAME—NoT REGISTRABLE— MAXIM.” 
The word “Maxim” is properly refused registration, it being merely 
a surname not distinctively displayed. 
Mr. Edw. H. Merritt and Mr. H. C. Underwood, for the 
applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register the word 
“Maxim” as a trade-mark for lubricating-oils on the ground that 
it is a surname not distinctively displayed and also on the ground 
that it is a geographical name. 

The word “Maxim” would, in my opinion, be regarded 
as the name of an individual by the majority of persons seeing 
this word used as a trade-mark, especially in view of the fact 
that an individual of this name has gained considerable fame of 
recent years, his inventions being the subject of popular comment 
in the daily press. The very fact that as a trade-mark the word 
has, at least to a large extent, an adjective significance naturally 
leads the mind to think of the individual of this name rather 
than any other meaning of the word. 

In view of the conclusion reached on this point it is un- 
necessary to decide whether the word is geographical. 

The decision of the Examiner of Trade-Marks is affirmed. 


Ex PARTE, TURNER FLEXIBLE INNERSOLE Co. 
(192 O. G., 1262.) 
July 18, 1913. 


Descriptive TERM—“TuURN or WELT” FOR SHOES. 
A mark consisting of the words “Turn or Welt” inclosed within 


a circle and having an interrogation-mark superimposed thereupon is 


<lescriptive as applied to shoes, and therefore not registrable. 
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Mr. Ellis Spear, Jr., for the applicant. 

Moorr, Commissioner.—This is an appeal from the action of 
the Examiner of Trade-Marks refusing to register the words 
“Turn or Welt” inclosed within a circle and having an interroga- 
tion-mark superimposed thereon and forming part of the letter 
“n” as a trade-mark for shoes. Registration has been refused on 
the ground that the mark is descriptive. 

Applicant admits that the expressions “welt-shoe’ and 
“turn-shoe” are well-known in the art and describe separately 
certain styles of shoes, referring particularly to the manner in 
which the shoe is constructed. It urges, however, that the ex- 
pressions are mutually exclusive and that the words as used in 
the mark in fact constitute a question which is “absolutely mean- 
ingless” and “arbitrary.” 

The fact that a turn-shoe can not be a welt-shoe nor a welt- 
shoe a turn-shoe, as suggested by the applicant, or the fact that 
the expression may be regarded as a question is not believed to 
relieve the expression of its descriptive character. It immediately 
suggests to the mind that the shoe is so constructed that it is diffi- 
cult to distinguish whether it is a welt or a turn shoe or that it has 
desirable properties of both. This view of the case is substan 
tiated by applicant’s argument filed July 13, 1911, in which he 
stated that the shoe to which the applicant applied its mark is 
not a— 


turn shoe nor yet a welt shoe. The particular shoe construction involved 
is a new shoe, involving in its properties some features characteristic 
both types of shoes. 


The decision of the examiner of trade-marks is affirmed. 
EX PARTE, JOHNSON Biscuit Co. 
(193 O. G., 219.) 
July 24, 1913. 
TRADE-MARKS—SIMILARITY 
A mark consisting of the words “Big Hit,” to be applied to candy, 
crackers and biscuits, is so similar to the words “Big Strike” applied 


to the same goods, as to preclude registration. 


Messrs. Mason, Fenwick & Lawrence, for the applicant 
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Moore, Commissioner.—This is an appeal from the action 
of the examiner of trade-marks refusing registration of the words 
“Big Hit” as a trade-mark for candy, crackers, and biscuits. 

Registration was refused on account of the similarity of the 
registered mark “Big Strike” applied to the same class of goods. 

In my opinion, these two marks are so similar, both in ap- 
pearance and significance, as to be likely to cause confusion in 
the trade if used simultaneously on goods of the same descriptive 
properties. It must be held, therefore, that registration was prop- 
erly refused. 

The decision of the examiner of trade-marks is affirmed. 
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The 
United States Trade-Mark Association 



















Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country ; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence ; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries ; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests. 
Tue Unirep States TRADE-MARK ASSOCIATION, 


32 Nassau Street, 


New York City. 


